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The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Claims 1, 5, and 6 are rejected under 35 U.S.C. 102(a, e) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Bhagwagar. 

Bhagwagar teaches a composition for thermal interface applications 
including conductive filler particles and silicone polymers, resins or mixtures of 
silicone resin and polymer. The polymer/ resin component is tailored to provide 
appropriate rheological properties for use as an HSTC, being suitably solid and 
capable of handling at room temperature and softening at operating 
temperatures (see paragraphs 55 and 56). The claimed composition is thus 
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either anticipated or obvious over the conductive polymer composition of 
Bhagwagar depending on whether Bhagwagar's disclosed compounds will 
inherently exhibit the modulus recited at 23 °C. As noted in paragraph 26, the 
first example provides a viscosity of almost 14,000 Pa-s at 30 °C (which is 
presumed to correspond to a storage modulus of 14K Pa) and of 190 Pa-s at 90 
°C. Thus, it seems likely that at 23 °C, the modulus of Bhagwagar's 
composition would be within the claimed range of 50K pa or larger, and also 
within the range specified for the temperature range of 50-80 °C. Even if this 
were not the case, it would have been obvious to one of ordinary skill in the art 
at the time the instant invention was made to adjust the properties of the 
composition of Bhagwagar as desired to suit the requirements of a particular 
application in terms of viscoelastic properties desired at room temperature and 
up to the maximum operating temperatures anticipated. Note that Bhagwagar 
teaches that the composition can be "formulated to have any desired softening 
temperature" (abstract). See MPEP 2144.05. 

Claims 2, 3, 9, 10, 12, and 13 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Bhagwagar, particularly in view of Balian et al. 

In general, a change of material is considered an obvious modification. 
In Hotchkiss v. Greenwood, 11 How. 248 the Supreme Court held that the 
"mere substitution of materials" was the "work of a skilled mechanic, not that 
of the inventor", and thus was unpatentable due to lack of inventiveness, a 
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characteristic that was codified in the 1952 Patent Act, 35 U.S.C. 103 and is 
now referred to as "obviousness". Although the teachings of Bhagwagar focus 
on silicone polymers and resins, the broader teaching suggested by the 
reference disclosure (Heat Softened Thermally Conductive compositions 
comprising a mixture of polymers and fillers that can have viscoelastic 
properties that are temperature dependent and are tailored to a desired range 
of temperatures) would clearly lead one of ordinary skill in the art to conclude 
that other suitable materials exhibiting the same transitional characteristics 
over the desired temperature range would be suitable. Balian et al. specifically 
teach that styrene block copolymers can be used in compliant thermally 
conductive compositions. Thus, it would have been obvious to one of ordinary 
skill in the art at the time the instant invention was made to substitute any 
other suitable polymer material for the silicone resin and/ or silicone polymer of 
Bhagwagar, such being a mere substitution of one known compound for 
another with predictable results. 

Claims 4, 7, 8, 11, and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bhagwagar in view of Balian et al. and Mikuni. 

The use of additives for the composition of Bhagwagar is discussed, and 
conventional additives such as antioxidants, wetting agents, flame retardants, 
etc. are discussed. Another known additive for thermally compliant polymer 
materials is a tackifier such as a tackifying resin as discussed in Balian et al. 



1 Cited in Graham v. John Deere, 148 U.S.P.Q. 459. 
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(see abstract). Xylene resin is known as a tackifying agent (see Mikuni 
paragraph . 126), and it would have been obvious to one of ordinary skill in the 
art at the time the instant invention was made to add such a resin to the 
polymer of Bhagwagar, particularly where another polymer were to be 
substituted for the silicone resin (or where the silicone polymer alone were to 
be used). Bhagwagar, it is noted, teaches that silicone resin provides a tacky 
property that is useful for such compositions in thermal interface material 
applications. 

The prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure. 

The remaining references teach various composition for thermal interface 
material applications. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Allen J. Flanigan whose telephone 
number is (571) 272-4910. The examiner can normally be reached on M-F 
9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Cheryl Tyler can be reached on (571) 272-4834. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. * 




Allen J. Flanigan 
Primary Examiner 
Art Unit 3744 
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